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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 31 July 2006 , 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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4) M Claim(s) 1-9.11.12 and 22-30 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-9.11.12 and 22-30 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Claim Status 

1 . New claims 22-30 are added in view of the amendment filed 31 July 2006. 
Claims 11-12 are amended in view of the amendment. Claims 10 and 13-21 are 
canceled in view of the amendment. Therefore, claims 1-9, 1 1-12 and 22-30 remain 
under examination. 

Status of Previous Rejections 

2. The rejections based on Kolberg et al. WO 02/70781 (Kolberg) and Kolberg in 
view of Torok et al. US 4,287,008(Torok) are withdrawn in view of applicant's argument 
remarks filed 31 July 2006. 

New grounds of rejection follow. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-7, 11-12, 22-24, 27-28 and 30 are rejected under 35 U.S.C. 103(a) as 
unpatentable over Riesop WO 99/24638(i.e. corresponding US Patent is Riesop US 
6,537,387 B1 (Riesop)). 

Since WO 99/24638 is not available in English and Riesop is an English 
equivalent US patent for WO 99/24638, the examiner will rely on the disclosure of 
Kolberg for the teachings of WO 99/24638 in formulation of the rejection grounds. 
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Riesop teaches a process for applying a temporary protective coating on steel 
strips coated with zinc or zinc alloys. The temporary protective coating provides 
temporary corrosion protection for transport and storage purpose until they are coated 
with a permanent anticorrosive layer(col. 1 lines 8-20). Riesop further teaches that the 
aqueous(i.e. water) treatment solution used for this temporary protective coating 
comprises 1-150 g/l of phosphate ions(col. 2 lines 35-37), up to 20g/l of titanium ions, 
preferably as hexafluorotitaniate ions(col. 2 lines 56-57), up to 30 g/l of fluoride ions 
which may be in the form of hexafluoro anions of titanium(col. 2 lines 62-65), and having 
a pH of 1 .5-3.5 (col. 2 line 39), for a time period of 1-6 seconds(col. 3 lines 38-42). 
Riesop further teaches the drying of the temporary protective coating solution(col. 3 
lines 42-47). 

Regarding claims 1, 22-24 and 27, Riesop teaches the claimed coating step(a) 
and the claimed drying step(b). Even though Riesop does not explicitly teach the 
claimed conversion coating step(d), one of ordinary skill in the art would have found it 
obvious to have usd conversion coating as the permanent anticorrosive coating as 
taught by Riesop since it is well known in the reactive coating art that conversion 
coating are widely used effective method for forming a permanent anticorrosive coating 
on metal surfaces. In addition, the concentrations of phosphate ions and 
fluorometallate(Le. hexafluorotitaniate ions) overlap the claimed phosphate and 
fluorometallate ion concentrations. Therefore, a prima facie case of obviousness exists. 
See MPEP 2144.05. The selection of claimed phosphate and fluorometallate ion 
concentration ranges from the disclosed ranges of Riesop would have been obvious to 
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one skilled in the art since Riesop teach the same utilities in its disclosed phosphate 
and fluorometallate ion concentration ranges. Furthermore, the treatment solution pH 
and the treatment time duration as taught by Riesop reads on the claimed pH and 
treatment time duration. 

However, Riesop does not teach the claimed step (c) of removing the primary 
passivating coating from the metal surface. 

Murphy teaches applying an alkaline solution to remove or strip existing 
protective coating from metal surfaces such as aluminum, zinc and their alloys(col. 1 
lines 13-1 8, col. 2 line 32 - col. 3 line 7). Murphy further teaches that removal of the 
coating is necessary when there are defects in the coating or there is a desire to change 
to a different coating(col. 1 lines 20-38). 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
incorporated the application of an alkaline solution to remove a protective coating on a 
metal surface as taught by Murphy into the process of Riesop to remove the temporary 
coating before the permanent protective coating is applied since Murphy teaches that it 
is necessary to remove existing coating before applying a different coating. 

Regarding claim 2, since the phosphate and fluorometallate ion concentrations 
as taught by Riesop in view of Murphy overlap the claimed phosphate and 
fluorometallate ion concentrations, the ratio of fluorometallate anions and phosphate 
ions would also overlap the claimed fluorometallate: phosphate ratio as claimed. 
Therefore, a prima facie case of obviousness exists. See MPEP 2144.05. The 
selection of claimed fluorometallate: phosphate ratio range from the disclosed range of 
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Riesop in view of Murphy would have been obvious to one skilled in the art since 
Riesop in view of Murphy teach the same utilitities in their disclosed 
fluorometallate: phosphate ratio range. 

Regarding claims 3-7, since the phosphate and fluorometallate ion 
concentrations as taught by Riesop in view of Murphy overlap the claimed phosphate 
and fluorometallate ion concentrations, the corresponding wt% of phosphate, 
fluorometallate and water present in the temporary coating solution of Riesop in view of 
Murphy would have overlapped the claimed wt% of phosphate, fluorometallate and 
water as claimed. Therefore, a prima facie case of obviousness exists. See MPEP 
2144.05. The selection of claimed phosphate, fluorometallate and water wt% ranges 
from the disclosed ranges of Riesop in view of Murphy would have been obvious to one 
skilled in the art since Riesop in view of Murphy teach the same utilities in their 
disclosed phosphate, fluorometallate and water wt% ranges. 

Regarding claim 1 1 , Riesop teaches that the temporary coating is used for 
corrosion protection for storage purposes(col. 1 lines 8-1 1 ). Therefore, one of ordinary 
skill in the art would have found it obvious that the metal surfaces coated by the 
temporary protective coating of Riesop in view Murphy is stored prior to the removal of 
the temporary coating layer which prepares the metal surface for a final permanent 
protective coating. 

Regarding claim 12, Riesop in view of Murphy teaches exposing of the temporary 
coating (i.e. the primary passivating coating as claimed) to an alkaline solution prior to 
step (d) as claimed. 
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Regarding claim 28, the coating time period of 1-6 seconds as taught by Riesop 
in view of Murphy overlaps the claimed coating time period of 0.1-2.0 seconds. 
Therefore, a prima facie case of obviousness exists. See MPEP 2144.05. The 
selection of claimed coating time period from the disclosed range of Riesop in view of 
Murphy would have been obvious to one of ordinary skill in the art since Riesop in view 
of Murphy teach the same utilities in their disclosed coating time period. 

Regarding claim 30, Riesop further teaches that the coating temperature is in the 
range of about 20°C to about 40°C(col. 3 lines 31-33), which reads on the claimed 20- 
66°C. 

5. Claims 8-9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Riesop 
in view of Murphy, and further in view of Torok et al. US 4,287,008(Torok). 

The teachings of Riesop in view of Murphy are discussed in paragraph 4 above. 
However, Riesop in view of Murphy do not explicitly teach a metal surface with 
aluminum, zinc and silicon composition as recited in claims 8-9. 

Torok teaches that an aluminum-zinc coating containing 55% Al, balance zinc 
with about 1.6% Si is an optimum composition for coating steel surfaces(col. 3 lines 24- 
27). 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
incorporated the Al-Zn coating with 55% Al, balance zinc with about 1.5% Si as taught 
by Torok into the galvanized coating on steel as taught by Riesop in view of Murphy 
since Torok teaches that the optimum composition for Al-Zn coated steel is 55% Al 
balance Zn with about 1 .6% Si. 
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In addition, the Al-Zn coating composition as taught by Riesop in view of Murphy 
and Torok is substantially the same as the claimed Al-Zn coating composition of 55% 
Al, 43.5% Zn and 1 .5% Si. Therefore, one of ordinary skill in the art would have found it 
obvious that the temporary coating process as taught by Riesop in view of Murphy and 
Torok can be applied to the claimed galvanic coating surface with the claimed Al-Zn 
coating composition with expected success. See MPEP 2144.05. 
6. Claims 25-26 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Riesop in view of Murphy, and further in view of Lindert et al. US 4,970,264 
(Lindert). 

The teachings of Riesop in view of Murphy are discussed in paragraph 4 above. 
However, Riesop in view of Murphy do not explicitly teach the claimed amino-phenolic 
polymer in their temporary protective coating solution. 

Lindert teaches adding amino-phenolic polymer to metal surface treatment 
solutions to enhance the corrosion resistance and paint adhesion characteristics of the 
metal surface(col. 1 lines 27-33, abstract). The coating solution may additionally 
comprise phosphoric acid, hexafluorotitanic acid, hexafluorozirconic acid(col. 5 lines 3- 
1 9). Lindert further teaches that that the amino-phenolic polymer is present in the 
amount of about 0.001% to about 80%(col. 6 lines 17-40). 

Regarding claims 25 and 29, it would have been obvious to one of ordinary skill 
in the art to have incorporated about 0.001 % to about 80% of amino-phenolic polymer 
as taught by Lindert into the temporary protective coating solution of Riesop in view of 
Murphy in order to enhance the corrosion resistane and paint adhesion characteristics 
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of the metal surface as taught by Lindert. In addition, the amount of amino-phenolic 
polymer as tuaght by Riesop in view of Murphy and Lindert overlap the clamed amount 
of amino-phenolic polymer as recited in claims 25 and 29. Therefore, a prima facie 
case of obviousness exists. See MPEP 2144.05. The selection of claimed amino- 
phenolic polymer concentration range from the disclosed amino-phenolic polymer 
amount % range of Riesop in view of Murphy and Lindert would have been obvious to 
one of ordinary skill in the art since Riesop in view of Murphy and Lindert teach the 
same utilities in their disclosed amino-phenolic polymer amount % range. 

Regarding claim 26, since the temporary protective coating solution of Riesop in 
view of Murphy and Lindert is an aqueous solution and comprises phosphate ions and 
hexafluorotitaniate ions, the claimed acid such as fluorotitanic acid and phosphoric acid 
would have inherently been present in the temporary protective coating solution of 
Riesop in view of Murphy and Lindert. In addition, since Riesop in view of Murphy and 
Lindert teaches a temporary protective coating solution having overlapping component 
concentrations as claimed anti-corrosive treatment compositon, one of ordinary skill in 
the art would have found it obvious that the ratio of amino-phenolic polymer and acid in 
the coating solution of Riesop in view of Murphy and Lindert would have also overlap 
the claimed amino-phenolic polymer to acid ratio. Therefore, a prima facie case of 
obviousness exists. See MPEP 2144.05. The selection of claimed amino-phenolic 
polymer to acid ratio range from the inherently disclosed amino-phenolic polymer to acid 
ratio range of Riesop in view of Murphy and Lindert would have been obvious to one of 
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ordinary skill in the art since Riesop in view of Murphy and Lindert teach the same 
utilities in their inherently disclosed amino-phenolic polymer to acid ratio range. 



7. Applicant's arguments filed 31 July 2006 have been considered but are not moot 
in light of the new grounds of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lois Zheng whose telephone number is (571) 272-1248. 
The examiner can normally be reached on 8:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). ^ 
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